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DETAILED ACTION 



Claim Objections 

Claim 5 is objected to because of the following informalities: Line 2 
contains "[[4]]" which appears to be a typo and the examiner suggests it be 
removed. Appropriate correction is required. 

Claim Rejections ■ 35 USC §112 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In lines 2 and 3, the limitation "directed 
through a lens that exhibits a pupil lens on a pupil plane" is unclear. Additionally, 
sufficient further clarification does not appear in the specification. Examiner 
suggests either amending claim 1 to read "directed through a lens that e xh i bits a 
pup i l I ons on a pup il plane, along an illumination beam path" (lines 2 and 3) or to 
amend the claim language to clarify the limitations of a pupil lens and a pupil 
plane. Appropriate correction is required. 

Claims 2-16 are objected to as depending from an objected parent claim. 

For the purpose of examination, the aforementioned indefinite limitations 
of claim 1, discussed above, will be interpreted to mean that an illumination light 
is directed through a lens and further through a pupil lens which corresponds to a 
plane observed by a pupil. 



Application/Control Number: 10/538,522 
Art Unit: 2872 



Page 3 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1, 3, 6-9, 11,13, and 16 are rejected under 35 U.S.C. 102(b) as 
being disclosed by Yamaguchi et. al. (US 6,636,353). 

Regarding claim 1, Yamaguchi discloses a reflected-light microscope 
comprising a light source (1 or 14) to generate an illumination light beam (fig. 1) 
that can be directed through a lens that exhibits a pupil lens on a pupil plane (col. 
4 lines 54-58), along an illumination beam path and onto a sample (fig. 1), and an 
imaging optic (9a) that generates an optically corresponding plane to the pupil 
plane, in which case at least one attenuation element (4a/4b or 16a/16b) that 
acts in an essentially uniform manner over the entire cross-section of the 
illumination light beam can be introduced (col. 5 lines 42-46 and lines 53-57) into 
the illumination beam path on the optically corresponding plane. 

Regarding claim 3, Yamaguchi discloses the attenuation element exhibits 
a color filter (col. 4 lines 15-24 and paragraph bridging columns 4 and 5). 

Regarding claim 6 Yamaguchi discloses the microscope wherein at least 
one attenuation element is arranged in a storage mechanism (col. 4 lines 15-24 
and paragraph bridging columns 4 and 5). 
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Regarding claim 7, Yamaguchi discloses the storage unit to be a rotatable 
turret (col. 5 lines 42-46 and lines 53-57). 

Regarding claim 8, Yamaguchi discloses wherein the storage mechanism 
holds several attenuation elements that exhibit different degrees of attenuation 
(col. 4 lines 15-24 and paragraph bridging columns 4 and 5). Examiner notes 
that while Yamaguchi only explicitly discloses one element of the six filters to be 
a ND filter, it is suggested (col. 4 lines 19-20 and 65-66) that multiple ND filters of 
varying attenuation be available in the storage mechanism. Examiner further 
notes that even without this suggestion, Yamaguchi's disclosure of both an ND 
and color filter and these filtering elements allow for different degrees of 
attenuation. 

Regarding claim 9, Yamaguchi discloses wherein the storage mechanism 
exhibits a neutral position (col. 4 lines 15-17) that permits the illumination light 
beam to pass unaffected. 

Regarding claim 11, Yamaguchi discloses the microscope wherein a drive 
mechanism is provided that controls the storage mechanism. 

Regarding claim 13, Yamaguchi discloses that a control mechanism (19) 
is provided that controls the drive mechanism. 

Regarding claim 16, Yamaguchi discloses that the reflected-light 
microscope is a fluorescence microscope (col. 5, lines 10-15). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamaguchi et al. (US 6,636,353) in view of Ebbesen et al. (US 6,052,238). 

Regarding claim 2, although Yamaguchi states that desired filters can be 
inserted and removed (col. 4, lines 23-24) into a storage mechanism, he lacks 
specific mention of inserting an attenuation element that exhibits a grate, sieve, 
or pinhole structure. 

Ebbesen teaches a microscope with filters exhibiting a grate structure (col. 
2, lines 38-41) and further teaches that these filters are well known (col. 2, lines 
47-52). 

At the time of invention, it would have been obvious to one of ordinary skill 
in the art to insert Ebbesen's well-known grate structure filters into Yamaguchi's 
storage mechanism. The motivation for doing this would have been filter IR light 
as suggested by Ebbesen (col. 2, lines 38-52). 

Regarding claim 5, Ebbesen discusses lithography fabrication techniques 
however; the lithography limitation of claim 5 is a product-by-process limitation 
and thus is not given significant patentable weight. In product-by-process claims, 
"once a product appearing to be substantially identical is found and a 35 U.S.C. 
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102/103 rejection [is] made, the burden shifts to the applicant to show an 
unobvious difference." MPEP 21 13. This rejection under 35 U.S.C. 102/103 is 
proper because the "patentability of a product does not depend on its method of 
production." In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al. (US 6,636,353) in view of Bourdelais et al. (US 2004/0027672). 

Although Yamaguchi states that desired filters can be inserted and 
removed (col. 4, lines 23-24) into a storage mechanism, he lacks specific 
mention of inserting an attenuation element that exhibits a diffusion disk. 

Bourdelais teaches an attenuation element that exhibits a diffusion disk 
(paragraph 59) which can be used in a microscope (paragraph 120). At the time 
of invention, it would have been obvious to one of ordinary skill in the art to insert 
Bourdelais' diffusion disk into Yamaguchi's storage mechanism. The motivation 
for doing this would have been to yield a homogeneously illumination field as 
suggested by Bourdelais (paragraph 120). 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al. (US 6,636,353) in view of Amann et al. (US 6,563,113). 

Although Yamaguchi states that desired filters can be inserted and 
removed (col. 4, lines 23-24) into a storage mechanism, he lacks specific 
mention of the storage mechanism exhibiting a blocking position that interrupts 
the illumination beam path. 
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Amann teaches a microscope with a blocking filter in both his admission of 
prior art (col. 1 lines 32-36) and in the teaching Amann's invention (col. 4 lines 1- 
6) where he discloses that the blocking filter that interrupts the illumination beam 
path can be mounted on a disk or slide filter changer. At the time of invention, it 
would have been obvious to one of ordinary skill in the art to insert Amann's 
insertable blocking filter into Yamaguchi's storage mechanism. The motivation 
for doing this would have been to prevent the observation beam path from being 
flooded with the excitation light as suggested by Amann (col. 3 lines 24-38). 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamaguchi et al. (US 6,636,353) in view of Fay et al. (US 5,009,488). 

Although Yamaguchi teaches a driving element for a filter turret (col. 5, 
lines 45-47), he is silent on the driving element being a stepping motor. 

Fay teaches a drive mechanism that comprises a stepping motor (col. 4 
lines 6). At the time of invention, it would have been obvious to one of ordinary 
skill in the art to include Fay's stepping motor in Yamaguchi's driving element. 
The motivation for doing this would have been to assist in the precise rotation of 
the storage mechanism. 

Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamaguchi et al. (US 6,636,353) in view the applicant's admission of prior 
art. 
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Although Yamaguchi teaches a controller interfaced with multiple driving 
elements of a microscope, he is silent on light being automatically blocked when 
an optical element is being exchanged. 

However this automation is known. Evidence of this is provided in the 
prior art disclosed in the instant application (page 2 or the specification), wherein 
is disclosed at least one exchangeable optical element (page 2, lines 12-13) is 
arranged in the illumination beam path, in which case the illumination light beam 
is automatically attenuated or blocked while the optical element is being 
exchanged (page 2, lines 14-15). 

Therefore, at the time of invention, it would have been obvious to one of 
ordinary skill in the art to program Yamaguchi's controller to provide the 
automation disclosed in the description of prior art. The motivation for doing this 
would have been to prevent an undesirable amount of light from being directed 
into the objective lens as suggested by Watanabe et al. (US 6,384,967) (see 
abstract). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
Green (US 6,724,419) teaches a computer controlled fluorescent microscope. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Scott H. Stephens whose telephone number 
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is 571-272-31 13. The examiner can normally be reached on Monday-Friday 
7:30am -4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Drew Dunn can be reached on 571-272-2312. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Friday, February 17, 2006 



Scott H. Stephens 





DREW A. DUNN 
SUPERVISORY PATENT EXAMINER 



